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he past two years

have been a busy

time for those

concerned with costs

in trade mark

litigation cases. In
the High Court, the Jackson reforms,
which came into force in April 2013,
have heralded the biggest changes to
how parties must conduct High Court
litigation since the Civil Procedure
Rules replaced the old Rules of the
Supreme Court in 1999. For those
involved with smaller cases, recent
times have been no less remarkable.
The re-constituted Patents County
Court (now the Intellectual Property
Enterprise Court (IPEC)) introduced a
costs-capping regime, which, together
with the new streamlined procedure,
has made it the forum of choice for
lower-value IP disputes.

Jackson

The reforms put forward by Lord
Justice Jackson were intended to be
“a coherent package of interlocking
reforms, designed to control costs
and promote access to justice”. They
are certainly wide reaching:

CFAS/ATE premiums

From April 2013 the attractiveness of
Conditional Fee Agreements (CFAs) to
claimants has been diminished, with
parties no longer being able to claim
either the success fees or the After
the Event (ATE) insurance premium
from the other side. In have come
Damages Based Agreements (DBAs),
which allow the successful party’s
lawyer to be paid an amount equal

Go figure

Recent Evening Meeting speaker Simon Miles

to up to 50 per cent of any damages
that are awarded.

Costs management

Ensuring costs are proportionate is at

the heart of the reforms. They are

considered proportionate if they bear

a reasonable relationship to:

* The sums in issue in the proceedings;

* The value of any non-monetary relief
inissue in the proceedings;

* The complexity of the litigation;

* Any additional work generated by the
conduct of the paying party;

= Any wider factors involved in the
proceedings, such as reputation or
public importance.

One of the main ways this is
achieved is through costs
management. What this means in
practice is that in all cases
commenced after 1 April 2013, both
parties must file and serve a costs
budget that sets out their anticipated
costs at each stage of the
proceedings, up to - and including -
trial. The form for these budgets is
Precedent H, which must be signed
off by a senior legal representative
with a statement of truth.

The parties have an obligation to
try to agree their budgets, but
ultimately it is for the court to
approve the budgets at the cost
management conference (CMC).
Experience so far appears to indicate
that this is placing a larger
administrative burden on the courts
and has led to long waits for CMCs to
be listed, and cases being delayed.
This may, however, improve as both
the courts and the parties become

sums up the significant changes that have
occurred in the area of costs management
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more experienced in dealing with
costs budgeting.

Costs budgeting needs to be taken
extremely seriously by the parties. Its
potential impact on litigation is
huge. Parties will not be able to
recover significantly more than their
approved budgets unless
developments in the litigation
warrant such increases and where
those increases are approved by the
court or agreed between the parties.
Failure to pay close attention to costs,
to prepare sensible budgets and to
review and update them regularly
will, therefore, lead to a significant
shortfall between what a successful
party can recover from the
unsuccessful party and what it must
pay its legal advisors.

Relief from sanctions
The Jackson reforms also heralded an
important change in the way that the
courts dealt with the question of
relief from sanctions, for example for
non- or late compliance with a
procedural step. The amended rules
stress the need to deal with cases in a
just manner, to take account of
proportionate cost and to enforce
rule compliance.

This approach probably reached
its high-water mark in the now
infamous case of Mitchell v News
Group Newspapers [2013] EWCA Civ
1537, when the Conservative MP
Andrew Mitchell was prevented from
claiming any more than court costs @
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If parties wish

to escape the
consequences

of more serious
breaches then
they will need

to demonstrate
good reasons why
they occurred

Simon Miles
is a Registered Trade Mark Attorney, Solicitor and Partner in the
IP team at Edwin Coe LLP. simon.miles@edwincoe.com

Nick Phillips, a Solicitor and Partner in the IP team at Edwin Coe
LLP, also spoke at the Evening Meeting and co-authored this
article. nick.phillips@edwincoe.com
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